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UNITED STATES PATENT AND TRADEMARK OFFICE  
TRADEMARK TRIAL AND APPEAL BOARD 

 

Luster Products, Inc., 

 Opposer, 

 v. 

John M. Van Zandt d/b/a/ Vanza USA, 

 Applicant. 

Opposition No. 91/202,788 
Ser. No. 77/119,006 
Mark: PINKESSENCE  
Published August 28, 2007 

Motion to Extend Discovery Cutoff  

 

To opposer and its attorney: 

Applicant John M. Van Zandt d/b/a/ Vanza USA hereby moves to extend the dis-

covery cutoff two months after the board rules on this motion because of opposer Lus-

ter’s acts.  

Before bringing this motion, counsel for applicant Vanza emailed Luster’s attor-

ney Burton Ehrlich requesting that he agree to the relief that this motion seeks. He did not 

respond. 

A. INTRODUCTION  

Luster’s initial disclosures were due March 9, 2012. Applicant Vanza timely 

served its initial disclosures, but Luster did not serve the disclosures then. Vanza’s attor-

neys reminded Luster’s attorney twice that he failed to serve the initial disclosures. By 

August, Vanza’s attorney rightfully assumed that Luster did not intend to pursue the op-

position. However, Vanza’s attorney was in the process of filing a motion to compel 

when on the last date of discovery, Luster served its initial disclosures and a set of dis-

covery requests. Exs. 4, 5 and 6.  

Vanza served no written discovery. Without Luster’s initial disclosures as a guide, 

Vanza could not focus its written discovery effectively. Further, Vanza was justified in 

not serving discovery because fashioning written discovery would be a waste of time if 

Luster did not intend to prosecute its opposition. That assumption was reasonable in view 
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of Luster’s failure to serve its required initial disclosures even after reminders from Van-

za. The additional time is necessary for Vanza to serve discovery and for Luster to re-

spond. 

B. FACTS 

The board initiated this opposition on November 30, 2011. Vanza answered timely 

on January 6, 2012. The board set the following deadlines: 

Deadline for Discovery Conference ....... 2/8/2012 

Discovery Opens .................................... 2/8/2012 

Initial Disclosures Due ........................... 3/9/2012 

Expert Disclosures Due .......................... 7/7/2012 

Discovery Closes .................................... 8/6/2012 

As part of a letter initiating settlement discussions, Vanza’s attorney wrote Lus-

ter’s attorney on February 31 reminding him of his upcoming obligation to serve initial 

disclosures. See Ex. 1.2 Vanza served its initial disclosures timely on March 9, Harris 

Decl. ¶ 3. Luster served none. Id. On March 26, Vanza’s attorney wrote Luster’s attor-

ney: 

On the March 9 due date, we served our client’s initial disclosures. We 
have not received one from your client. Is your client still interested in pursuing 
this opposition? If so, please provide the disclosures immediately. 

Ex. 2.3 On May 17, after Luster still had not provided its disclosures, Vanza’s attorney 

wrote Luster’s attorney: 

Please let us know if Luster intends to prosecute this trademark opposition. 
We have not received your client’s initial disclosures even though we served ours 
promptly. We reminded you about the deadline on March 26, but you did not re-
spond.  

If you do not respond in the next ten days, we will move the TTAB to dis-
miss for lack of prosecution. 

                                              
1 All dates mentioned are in 2012. 
2 Attorney Harris’s declaration authenticates all exhibits. 
3 Until recently, Vanza’s attorney did not have Luster’s attorney’s email address. Therefore, communica-
tions were by Postal Service mail. 
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Ex. 3. Discovery closed August 6. During a telephone call in early August initiated by 

Vanza’s attorney to pursue settlement, Luster’s attorney requested a three-month stay of 

the proceedings. To move settlement ahead without delay, Vanza refused the requested 

stay. 

Luster finally served its initial disclosures on the date discovery closed. Ex. 4. Ac-

companying the disclosure were interrogatories and document requests. Exs. 5 and 6. 

Vanza timely responded to the written discovery. 

C. ARGUMENT  

1. Applicable Law and Rules 

This motion relies upon Fed. R. Civ. P. 26(a)(1) and 37. 
(A) In General. … [A] party must, without awaiting a discovery re-

quest, provide to the other parties: 

(i) the name and, if known, the address and telephone number of 
each individual likely to have discoverable information – along with the 
subjects of that information – that the disclosing party may use to support 
its claims or defenses, unless the use would be solely for impeachment; 

(ii) a copy – or a description by category and location – of all docu-
ments, electronically stored information, and tangible things that the dis-
closing party has in its possession, custody, or control and may use to sup-
port its claims or defenses, unless the use would be solely for impeachment 
... 

FED. R. CIV. P. 26(a) (1).  37 C.F.R. § 1.120(e) sets forth the procedure that a party faced 

with opponent’s failure to comply with Rule 26(a)(1). Normally, Vanza should have 

moved to compel, but, because it appeared that Luster was not prosecuting its opposition, 

Vanza was justified in not going to the expense and trying to persuade Luster to comply 

with its obligations. 

2. Any Failure to Move to Compel before the Discovery Cutoff is Excusable 

 Vanza could have moved under 37 C.F.R. § 1.120(e) to compel, but doing so 

seemed futile because Luster did not seem interested in prosecuting the opposition. De-

spite Luster’s apparent disinterest in the opposition, its attorney did respond by telephone 
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to a written settlement offer from Vanza’s attorney. Thus, it appeared that Luster could 

avoid prosecuting the opposition through a reasonable settlement. 

3. Luster should not Gain a Tactical Advantage by Serving its Initial Disclo-

sures Five Months Late on the Discovery Cutoff Date  

Under the rules, Vanza cannot serve written discovery. Because Luster’s initial 

disclosure forces Vanza to serve a discovery request even to obtain the documents listed 

in the initial disclosure 4 If Vanza loses the right to serve discovery requests, Luster’s tac-

tic of refusing to serve its initial disclosures for five months after they are due will win. 

Luster acted as if it did not desire to prosecute its opposition. Then at the last moment, it 

did what it should have done five months earlier.  

Further, Luster’s initial disclosures identified broad classes of documents. Howev-

er, it would provide them only if Vanza requested them under the rules and then only at 

Luster’s headquarters in Chicago or “or at other branch facilities.” Ex. 4, p. 5. However, 

because Luster served its disclosures on the last day for discovery, Vanza’s time to in-

spect them expired. 

Vanza was diligent. It did not merely wait for Luster’s initial disclosures. Instead, 

after reminding Luster of the upcoming due date for exchanging the disclosures, it wrote 

opposing counsel twice after Luster failed to serve its disclosures requesting that Luster 

comply with the rules. Vanza also was reasonable. Having received no response to in-

quiries about the initial disclosures caused Vanza to believe that Luster had no interest in 

the opposition. 

Luster’s attorney also requested a three-month stay in the proceeding during a tele-

phone conference with Vanza’s attorney. Vanza refused because delaying a case rarely 

moves parties to negotiate diligently unless they are close to a resolution. Many attorneys 

                                              
4 Ex. 4, p. 5 (“If properly and unobjectionably requested pursuant to the Trademark Rules, Opposer will 
permit inspection and copying of documentary evidence within its custody and control that is not subject 
to any privilege.”) 
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and party representatives wait until the end of any stay to consider settlement seriously. 

However, Luster’s requested stay also shows that the continuance in the discovery cutoff 

will not prejudice Luster. 

4. Relief Requested 

Extending the discovery cutoff two months after the board rules on this motion is 

fair. It provides Vanza a chance to conduct discovery. In addition, without the extension, 

Vanza will not even have a chance to see the documents that Luster “may use to support 

its claims or defenses.” FED. R. CIV . P. 26 (a)(1). 

D. CONCLUSION  

Luster should not be rewarded for a tactic that allows it to delay serving its initial 

disclosure five months after the due date. After showing no interest in prosecuting its op-

position, it also should not be rewarded for serving written discovery on the last day 

without giving Vanza a chance to propound its own discovery.  

Therefore, Vanza requests that the board grant this motion.  

 
September 13, 2012 /Michael Harris/   

Michael D. Harris 
mharris@socalip.com 
SOCAL IP LAW GROUP, LLP 
320 N. Westlake Blvd., Suite 120 
Westlake Village, CA 91361 
Phone: (805) 230-1350 x246 •  Fax: (805) 230-1350 
Attorney for Applicant John M. Van Zandt d/b/a/ 

Vanza USA  
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DECLARATION OF M ICHAEL HARRIS IN SUPPORT OF APPLICANT ’S 
MOTION TO DISMISS 

I, Michael Harris, declare as follows: 

1. I am a member of the State Bar of California. I represent applicant John M. 

Van Zandt d/b/a/ Vanza USA (Vanza). I make this declaration to authenticate documen-

tary exhibits submitted in support of Vanza’s motion to dismiss. Unless stated otherwise, 

all dates are in 2012. When this declaration identifies an exhibit, a true and correct copy 

of the exhibit is attached to this declaration.  

2. On February 3, I wrote Burton S. Ehrlich, attorney for opposer Luster Prod-

ucts, Inc. (Luster) reminding him of his obligation to serve initial disclosures in the con-

text of the scheduling order. Exhibit 1 is a copy of my February 3 letter. 

3. Vanza served its initial disclosures timely on March 9, 2012. Luster did not 

serve an initial disclosure on me. 

4. On March 26, I wrote Luster’s attorney to remind him that I had not received 

Luster’s initial disclosures though I had served Vanza’s initial disclosures on Luster. Ex-

hibit 2 is a copy of that letter.  

5. Exhibit 3 is a copy of my May 17 letter to Luster’s attorney in which I told 

opposing counsel again that I had not received initial disclosures even though they were 

due on March 9. I also asked him if Luster intended to prosecute this trademark opposi-

tion. If not, I would seek dismissal. He did not respond. 

6. In view of Luster’s attorney ignoring my requests that his client comply with 

the rules, I assumed that Luster had lost interest in the opposition.  

7. In late July or early August, I had a telephone conversation with Luster’s at-

torney about settlement. During that call, Luster’s attorney asked me if Vanza would 

agree to a three-month stay of the opposition. I declined and explained that a three-month 

delay would not advance settlement. 
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310 N. Westlake Blvd., Suite 120 
Westlake Village, California 91362 

Direct Phone +1 (805) 497-3488 
Office Phone +1 (805) 230-1350 x246 

fax +1 (805) 230-1355 
mharris@socalip.com 

 
March 26, 2012 
 
Burton S. Ehrlich, Esq. 
Ladas & Parry 
224 S. Michigan Ave., Suite 1600 
Chicago, IL 60604 

FED. R. EVID . 408 Settlement Discussion 
BY FAX ONLY : (312) 427-6668 

 
Re: Luster Products v. Van Zandt 

Trademark Opposition – PINKESSENCE 

Subject: Initial Disclosures 
 
Dear Burt: 

On the March 9 due date, we served our client’s initial disclosures. We have not received 
one from your client. Is your client still interested in pursuing this opposition? If so, please 
provide the disclosures immediately. 

Early in this opposition, we made a settlement offer but received no response. If PINKES-

SENCE remains a concern for Luster, our client is willing to consider a reasonable settlement. 

Last, during our only conversation, you told me your email address. I failed to add it to Out-
look. Please provide it again.  

Sincerely,  

SOCAL IP LAW GROUP LLP 
 
/Michael D. Harris/ 
 
Michael D. Harris  
 
cc: Jack Van Zandt 



1

Anneliese Lomonaco

From: Amanda Jones [ajones@socalip.com]
Sent: Monday, March 26, 2012 10:48 AM
To: Elisha Manzur; Anneliese Lomonaco; Nicole Abeloe
Subject: FW: Your fax has been successfully sent to Burton S Ehrlich at 312-427-6668.

 
-------------------------------------------  
From: MetroFax[SMTP:FAXBOUNCE@FAX.METROHISPEED.COM]  
Sent: Monday, March 26, 2012 10:44:49 AM  
To: Amanda Jones  
Subject: Your fax has been successfully sent to Burton S Ehrlich at 312-427-6668.  
Auto forwarded by a Rule 

 
Right-click here to download pictures.  To help protect your privacy, Outlook prevented automatic download of this picture from the Internet.
Dear MetroFax Customer

From: ajones@socalip.com 

 

To Name: Burton S Ehrlich 
 

To Number: 312-427-6668 
 

Subject: 
 

 

 
Attempt 1:   

Date/Time: 3-26-2012 10:44:13 AM (GMT-07:00) 

Pages: 1 

Transmission Time: 00:18 

Reason: Successful Send 
 

 

Thank you for using MetroFax®. If you have any questions, 

please contact support@metrofax.com.  
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310 N. Westlake Blvd., Suite 120 
Westlake Village, California 91362 

Direct Phone +1 (805) 497-3488 
Office Phone +1 (805) 230-1350 x246 

fax +1 (805) 230-1355 
mharris@socalip.com 

 
May 17, 2012 
 
Burton S. Ehrlich, Esq. 
Ladas & Parry 
224 S. Michigan Ave., Suite 1600 
Chicago, IL 60604 

FED. R. EVID . 408 Settlement Discussion 
BY FAX ONLY : (312) 427-6668 

 
Re: Luster Products v. Van Zandt 

Trademark Opposition – PINKESSENCE 

Subject: Initial Disclosures 
 
Dear Burt: 

Please let us know if Luster intends to prosecute this trademark opposition. We have not re-
ceived your client’s initial disclosures even though we served ours promptly. We reminded 
you about the deadline on March 26, but you did not respond.  

If you do not respond in the next ten days, we will move the TTAB to dismiss for lack of 
prosecution.  

Sincerely,  

SOCAL IP LAW GROUP LLP 
 
/Michael D. Harris/ 
 
Michael D. Harris  
 
cc: Jack Van Zandt 
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